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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 2 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly clainn the subject matter which 
applicant regards as the invention. 

In regard to claim 2, as the claim is worded, the examiner cannot ascertain the 
metes and bounds of the claim. It appears the claim is trying to place the striker pin in 
both body portions and then one or the other 

In regard to claim 9, it is not clear to the examiner limitation is being claimed, the 
term "spacer*' appears to lack antecedent basis in regard to claim 6, and also appears to 
fail to further limit the parent claim. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Clifford et al (US 3,71 1 ,008) in view of Copeland (US 329,278). 
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In regard to claim 1, Clifford discloses the invention substantially as claimed 
including a body 2, containing first and second ends with an axis (no number given), 
aperture in the form of guide track 28, orientated along the axis, a tack strip track in the 
form of housing 3, with spacer 5, including a planar surface 4 orientated parallel to the 
reference axis and a striker pin in the form of drive head 38, which is hit by the hammer 
44 located inside the body portion (see Figs. 1,2 and C2,L35 - C4,L17). What Clifford 
does not disclose is the use of an integral driving pin with a striking head located 
outside the body portion. However, Copeland teaches that it is old and well known in 
the art of member driving to have an integrated striking pin with a head "a8" which is 
located outside of a body portion for striking for the purpose of efficiently driving a 
fastener (see Figs. 1-3). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have provided the tool of Clifford 
with the driving means as taught by Copeland for the purpose of efficiently driving a 
fastener. 

In regard to claim 2 and as the examiner understands the claim, Clifford 
discloses the invention substantially as claimed including a striker pin 38, that is 
arranged in a portion of the body (see Fig. 2). 

In regard to claim 3, Clifford discloses the invention substantially as claimed 
including a combined striker pin portion comprised of head 38, hammer 44 and main 
hammer body 42 (see Fig. 2). 

In regard to claim 4, Clifford discloses the invention substantially as claimed 
except for an integrated striker pin that is uniform in cross section. However, Copeland 
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teaches that it is old and well known in the art of member driving to have an integrated 
striking pin "a1" that has a uniform cross-sectional area, which Is constant in diameter 
and circularity for the purpose of preventing misalignments during driving (see Fig. 2). 
Therefore, It would have been obvious to one having ordinary skill In the art at the time 
the invention was made to have provided the tool of Clifford with the driving means as 
taught by Copeland for the purpose of preventing misalignments during driving. 
5. Claims 5 and 1 0-1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Clifford et al and Copeland as applied to claim 1 and in further view of Henning 
(US 3,060,441). 

In regard to claim 5, the modified invention of Clifford discloses the invention 
substantially as claimed as applied to claim 1 above except for a shock absorbing 
material on a portion of the body. However, Henning teaches that it is old and well 
known in the art of member driving to have a handle 35, located on the body 5 and 
comprised of shock absortDing material (rubber) for the purpose of reducing impact 
shock during use (see Flg.3 and C4,L12-14 and L64-72). Therefore, It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
have provided the modified tool of Clifford with the handle means as taught by Henning 
for the purpose of reducing impact shock during use. 

In regard to claims 10-13, the modified invention of Clifford discloses the 
invention substantially as claimed as applied to claim 1 above except for a handle 
located on a portion of the body. However, Henning teaches that it Is old and well 
known in the art of member driving to have a handle 33, immovably located between a 
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first and a second portion of the body and comprised of shock absorbing material 
(rubber) for the purpose of reducing impact shock during use (see Fig.3 and C4,L12-14 
and L64-72). Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have provided the modified tool of Clifford with 
the handle means as taught by Henning for the purpose of reducing impact shock 
during use. 

6. Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Clifford et al and Copeland as applied to claim 1 and in further view of Hiiti (US 
3,324,542). 

In regard to claims 6,7 and 9, the modified invention of Clifford discloses the 
invention substantially as claimed as applied to claim 1 above except for the use or a 
rubber extension attached to a second end of the body. However, HiIti teaches that it is 
old and well known in the art of member driving to have a handle (no number given), 
attached to a second end of guide, with a washer indentation in the handle which 
prevents further movement and where the top of the handle and the bottom of spacer in 
the form of flange 28 limit the size of the tool for the purpose of reducing shock during 
use (see Figs. 1-3 and C2,L44-68). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was nnade to have provided the 
modified tool of Clifford with the handle means as taught by HiIti for the purpose of 
reducing impact shock during use. 

Furthermore, in regard to the limitation of the material being made from rubber, 
the examiner takes Official Notice that it is old and well known in the art and as 
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evidenced by ttie rejection of claim 5 above, ttiat it is old and well known in the art of 
driving tools to manufacture a handle from a rubberized compound for the purpose of 
improving grip and reducing vibration. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have provided the 
modified tool of Clifford with the handle manufactured from rubber for the purpose of 
improving grip and reducing vibration. 

In regard to claim 8, the modified invention of Clifford discloses the invention 
substantially as claimed as applied to claim 1 including a spring "a5", located between 
the impact head "a8" and a limiting section (no number given) which washer shaped 
and prevents further movement (see Fig. 2). 

7. Claim 1 4 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Clifford 
etal. 

Clifford discloses the invention substantially as claimed including spacer 5, 
aperture in the form of guide track 28 and striker pin 38, part of which is disposed within 
the aperture (see Figs. 1 ,2 and C2,L35 - C4,L1 7). What Clifford does not specifically 
disclose is the ratio of the diameter of the aperture to the diameter of a fastener. 
However, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have discloses a range of ratios of the diameter of the 
aperture to the diameter of a fastener, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering an optimum range 
involves only routine skill in the art. In re Alter, 105 USPQ 233. 



Application/Control Number: 10/712,838 Page 7 

Art Unit: 3721 

8. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Clifford et al. in view of Schaefer (US 4,461 ,416). 

Clifford discloses the invention substantially as claimed except for a pin retainer. 
However, Schaefer teaches that it is old and well known in the art to provide a pin 
retainer 4, manufactured from rubber and which frictionally retains the striker pin 3, in 
the apparatus for the purpose of preventing recoil of the pin after it has been hammered 
(see abstract, Fig.2 and C3,L25 - C4,L2). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have provided the 
device of Clifford with the pin retainer as taught by Schaefer for the purpose of 
preventing recoil of the pin after it has been hammered. 

9. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Clifford 
et al. in view of Henning. 

Clifford discloses the invention substantially as claimed except for a shock 
absorbing material on a portion of the body. However, Henning teaches that it is old 
and well known in the art of member driving to have a handle 35, located on the body 5 
and comprised of shock absorbing material (rubber) for the purpose of reducing impact 
shock during use (see Fig.3 and C4,L12-14 and L64-72). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
have provided the modified tool of Clifford with the handle means as taught by Henning 
for the purpose of reducing impact shock during use, 

10. Claims 18 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Clifford et al. in view of Hiiti and in further view of Copeland. 
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Clifford discloses the invention substantially as claimed including a body 2, 
containing first and second ends with an axis (no number given), aperture in the form of 
guide track 28, orientated along the axis, a tack strip track in the fonn of housing 3, with 
spacer 5, including a planar surface 4 orientated parallel to the reference axis and a 
striker pin in the form of drive head 38, which is hit by the hammer 44 located inside the 
body portion (see Figs. 1 ,2 and C2,L35 - C4,L17). What Clifford does not disclose is 
the use of an extension and a spring arranged outside of the tool body. However, 
However, Hiiti teaches that it is old and well known in the art of member driving to have 
a handle (no number given), attached to a second end of guide, with a washer 
indentation in the handle which prevents further movement and where the top of the 
handle and the bottom of spacer in the form of flange 28 limit the size of the tool for the 
purpose of reducing shock during use (see Figs. 1-3 and C2,L44-68). Furthermore, 
Copeland teaches that it is old and well known in the art of member driving to have an 
integrated striking pin with a head "a8" which is located outside of a body portion for 
striking for the purpose of efficiently driving a fastener (see Figs. 1-3). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have provided the tool of Clifford with the extension means as taught by 
HiIti and the recoils means as taught by Copeland for the purpose of reducing shock 
and efficiently driving a fastener. 

1 1 . Claim 1 9 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Clifford 
et al., HiIti and Copeland as applied to claim 18 and in further view of Schaefer. 
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The modified invention of Clifford discloses the invention substantially as claimed 
as applied to claim 18 above except for the for a pin retainer. However, Schaefer 
teaches that it is old and well known in the art to provide a pin retainer 4, manufactured 
from rubber and which frictionally retains the striker pin 3, in the apparatus for the 
purpose of preventing recoil of the pin after it has been hammered (see abstract, Fig,2 
and C3.L25 - C4,L2). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have provided the modified device 
of Clifford with the pin retainer as taught by Schaefer for the purpose of preventing 
recoil of the pin after it has been hammered. 



Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Holmes, Matovich, De Caro et al, York, Brigante, Pray, Litch, 
Lawrence, Whitaker, Juneau, Nuss et al. Ingle et al and Ansett et al have been cited to 
show devices having similar structure. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Durand whose telephone number is 703-305-4962. 
The examiner can normally be reached on 0730-1800, Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi I Rada can be reached on 703-308-2187. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/712,838 



Page 10 



Art Unit: 3721 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infornnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Paul Durand 
August 23, 2004 




EUGENE KIM 
PRII^ARY EXAMINER 



